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Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA

LEMELSON MEDICAL, EDUCATION & RESEARCH
FOUNDATION, LIMITED PARTNERSHIP,

Plaintiff,

vs.

ESCO ELECTRONICS CORPORATION; ADAPTIVE
BROADBAND CORPORATION; ADVANCED
DIGITAL INFORMATION CORPORATION; ALPHA
INDUSTRIES, INC.; AMERICA II CORP.; ANACOMP,
INC.; ANALOGIC CORPORATION; BECKMAN
COULTER, INC.; BELL & HOWELL COMPANY;
BENCHMARK ELECTRONICS, INC.; BOSE
CORPORATION; BOWTHORPE PLC; C-MAC
INDUSTRIES; COMPEQ INTERNATIONAL; CORNING
INCORPORATED; CREATIVE LABS, INC.; CTS
CORPORATION; DANAHER CORPORATION; DIGI
INTERNATIONAL INC.; ESTERLINE
TECHNOLOGIES CORPORATION; EXABYTE
CORPORATION; FIRST INTERNATIONAL
COMPUTER OF AMERICA, INC.; FORMOSA
PLASTICS CORPORATION; GIGA-BYTE
TECHNOLOGY CO., LTD.; HAMAMATSU
PHOTONICS, K.K.; HON HAI PRECISION INDUSTRY;
IBIDEN CO., LTD.; IMATION CORP.; IMP, INC.;
INNOVEX, INC.; INTERGRAPH CORPORATION;
IXYS CORPORATION; JACO ELECTRONICS, INC.;
K.R. PRECISION PUBLIC COMPANY LIMITED; KENT
ELECTRONICS CORPORATION; KINGSTON
TECHNOLOGY COMPANY; L-3 COMMUNICATIONS
HOLDINGS, INC.; MA LABORATORIES, INC.;
MACRONIX INTERNATIONAL; MAXON
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ELECTRONICS CO., LTD.; MEDTRONIC, INC.; MEMC
ELECTRONIC MATERIALS, INC.; MICRO
ELECTRONICS, INC.; MICROSEMI CORPORATION;
MICROTEK INTERNATIONAL INC.; MITAC
INTERNATIONAL CORP.; MOSEL VITELIC, INC.; NU
HORIZONS ELECTRONICS CORP.; ODETICS, INC.;
OVERLAND DATA, INC.; PACKARD BELL NEC, INC.;
PAIRGAIN TECHNOLOGIES, INC.; PARADYNE
NETWORKS, INC.; PHOTRONICS, INC; PITNEY
BOWES INC.; PLEXUS CORP.; PNY TECHNOLOGIES,
INC.; POLYCOM, INC.; QUANTUM CORPORATION;
QUICKSHOT TECHNOLOGY, INC.; RADICA GAMES
LIMITED; READ-RITE CORPORATION; RECOTON
CORPORATION; REPTRON ELECTRONICS, INC.;
SAGEM, INC.; SANMINA CORPORATION; SCG
HOLDING CORPORATION; SENSORMATIC
ELECTRONICS CORPORATION; SMARTFLEX
SYSTEMS, INC.; SUPERTEX, INC.; THE SWATCH
GROUP LTD.; SYPRIS SOLUTIONS, INC.; TATUNG
CO.; TECHDYNE, INC.; TELCO SYSTEMS, INC;
THERMO ELECTRON CORPORATION; 3DFX
INTERACTIVE, INC.; TOKYO ELECTRON DEVICE
LIMITED; UMAX DATA SYSTEMS, INC.; UNIGEN
CORPORATION; VIA TECHNOLOGIES, INC.;
VIASYSTEMS GROUP, INC.; VIEWCAST.COM, INC.;
VIEWSONIC CORPORATION; VIKING
COMPONENTS, INC.; VTECH, INC.; VTEL
CORPORATION; WINBOND ELECTRONICS CORP.;
WORLDWIDE SEMICONDUCTOR
MANUFACTURING CORPORATION; ZENTRUM
MIKROELEKTRONIK DRESDEN GMBH,

Defendants.
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Plaintiff Lemelson Medical, Education & Research Foundation, Limited Partnership

(“Lemelson Foundation Partnership”) alleges as follows:

1. This action arises under the Patent Laws of the United States, 35 United States Code.

 This Court has jurisdiction of this action under 28 U.S.C. § 1338(a).
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2. The Lemelson Foundation Partnership is a Nevada limited partnership that owns the

Letters Patent listed in this Complaint (“the Subject Lemelson Patents”) and that is entitled to sue for

and recover the relief requested below, including all past damages.

3. The Lemelson Foundation Partnership was established in 1993 to license patents rights

of the renowned inventor, Jerome H. Lemelson (“Mr. Lemelson”) and, in part, to further Mr.

Lemelson’s charitable endeavors, particularly in promoting invention, including (a) the annual

Lemelson/MIT Prize for Invention (presently $500,000 per year) as a Nobel-type prize to recognize

and reward particularly noteworthy inventors; (b) the Lemelson Center for the Study of Invention and

Innovation at the Smithsonian Institution in Washington, D.C.; and (c) university programs to teach

students the arts of creativity and innovation.

4. Mr. Lemelson, who died on October 1, 1997, is a named inventor on more than five

hundred issued patents (including the Subject Lemelson Patents) and about seventy pending patent

applications.  Mr. Lemelson is one of the most prolific inventors of all time and is in the top five

inventors of all time in terms of the number of U.S. patents obtained.

5. Each defendant is an entity whose businesses include the manufacture (either directly

or through third parties) and sale of electronic or semiconductor products, or products incorporating

semiconductor products, which these defendants make, sell, offer to sell, import or have imported

into the United States.  The defendants are listed in the caption of this Complaint.

6. Numerous issues relating to infringement of the Subject Lemelson Patents are

common as to each of the defendants, including the construction of the claims and the patents, the

validity and enforceability of the patents (including relation between the prior art and the claims), and

infringement of the claims both by manufacturing processes common to the products sold by each of

the defendants in the United States and by use of automatic identification to control work in process,

inventory and distribution. These common issues may be efficiently resolved in a single case.

7. The United States Letters Patent at issue in this action are:

(a) No. 4,338,626, “Scanning Apparatus and Method,” issued July 6, 1982;
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(b) No. 4,390,586, “Electrical Device of Semi-Conducting Material with Non-Conducting

(c) No. 4,511,918, “Scanning Apparatus and Method,” issued April 16, 1985;

(d) No. 4,969,038, “Method for Scanning Image Information,” issued November 6, 1990;

(e) No. 4,979,029, “Method and Systems for Scanning and Inspecting Images,” issued

December 18, 1990;

(f) No. 4,984,073, “Methods and Systems for Scanning and Inspecting Images,” issued

January 8, 1991;

(g) No. 5,023,714, “Methods and Systems for Scanning and Inspecting Images,” issued

June 11, 1991;

(h) No. 5,039,836, “Radiation Manufacturing Apparatus and Method,” issued August 13,

1991;

(i) No. 5,067,012, “Methods and Systems for Scanning and Inspecting Images,” issued

November 19, 1991;

(j) No. 5,119,190, “Controlling Systems and Methods for Scanning and Inspecting

(k) No. 5,119,205, “Methods and Apparatus for Scanning and Analyzing Selected Image

Areas,” issued June 2, 1992;

(l) No. 5,128,753, “Method and Apparatus for Scanning Objects and Generating Image

(m) No. 5,144,421, “Method and Apparatus for Scanning Objects and Generating Image

Information,” issued September 1, 1992.

(n) No. 5,249,045, “Apparatus and Methods for Automated Observation of Three-

Dimensional Objects,” September 28, 1993;

(o) No. 5,283,641, “Apparatus and Methods for Automated Analysis,” February 1, 1994;

(p) No. 5,351,078, “Apparatus and Methods for Automated Observation of Objects,”

issued September 27, 1994.
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8. Each of the Subject Lemelson Patents was duly and legally issued to Mr. Lemelson

for the inventions claimed therein.  In 1993, Mr. Lemelson assigned all right, title and interest in the

Subject Lemelson Patents to the Lemelson Foundation Partnership, including the right to sue for past

damages.

9.  The Lemelson Foundation Partnership (or before it was created, Mr. Lemelson

personally) has licensed over 500 companies under the Subject Lemelson Patents.  These licensees

have paid hundreds of millions of dollars in license royalties for the right to practice the

manufacturing and distribution methods claimed in the Subject Lemelson Patents.  Included within

the group of licensees under Mr. Lemelson’s patents are world-class companies such as the following

50 companies, all of whom are members of the Fortune 100 (or equivalent-sized foreign companies):

 3M, Alcoa, Bayer, BMW, Boeing, Bristol-Myers Squibb, Canon, Caterpillar, Compaq, Daimler-

Chrysler, Dell, Dow Chemical, Dupont, Ericsson, Ford, Fujitsu, General Electric, General Motors,

Hewlett-Packard, Hitachi, Honda, Honeywell, Hyundai, IBM, Johnson & Johnson, Kodak,

Matsushita, Merck, Mitsubishi, Motorola, NEC, Nissan, Northern Telecom, Novartis, Philips, R.

Bosch, Raytheon, Samsung, Siemens, Sony, Sumitomo, Toshiba, Toyota, Unilever, United Parcel

Service, United Technologies, USX, Volkswagen, Volvo, and Xerox.

10. More specifically, each of the Subject Lemelson Patents is infringed under 35 U.S.C.

§ 271, inter alia, as follows:

(a) U.S. Patent Nos.  4,338,626, 4,511,918, 4,979,029, 4,984,073, 5,023,714,

5,067,012, 5,119,190, 5,119,205, 5,128,753, 5,249,045, 5,283,641 and 5,351,078 relate to

what is generally referred to as “machine vision” or “computer image analysis.”  Upon

information and belief, each of the defendants infringe these patents (i) by practicing

manufacturing or processing steps in the United States that infringe method claims of the

listed patents, or (ii) by importing, selling or offering to sell in the United States products

made by or for it using the various methods that infringe method claims of the listed patents.

 This Complaint does not assert that defendants infringe any apparatus claim in any of these

patents.
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(b) U.S. Patent Nos. 4,969,038, 4,979,029, 4,984,073, 5,119,190, 5,119,205,

5,128,753 and 5,144,421 fall within a subset of image analysis that is generally referred to as

“Automatic Identification” or “Auto ID,” and most frequently relate to methods of scanning

production markings (typically “bar codes”) placed on workpieces.  Each of the defendants

infringe these patents by (i) using the patented Auto ID methods to track or identify its

products or other workpieces, or (ii) importing, selling or offering to sell in the United States

products made by or for it using various Auto ID methods that infringe the method claims of

the listed patents.  This Complaint does not assert that defendants infringe any apparatus

claim in any of these patents.

(c) Certain defendants, namely at least ALPHA INDUSTRIES, INC.; FORMOSA

PLASTICS CORPORATION (through its subsidiary Nanya Technology Corporation); IMP,

INC.; IXYS CORPORATION; MACRONIX INTERNATIONAL; MEDTRONIC, INC.;

MICROSEMI CORPORATION; MOSEL VITELIC, INC.; SUPERTEX, INC.; VIA

TECHNOLOGIES, INC.; WINBOND ELECTRONICS CORP.; WORLDWIDE

SEMICONDUCTOR MANUFACTURING CORPORATION; and ZENTRUM

MIKROELEKTRONIK DRESDEN GMBH, infringe U.S. Patent No. 4,390,586 by making,

using, offering to sell or selling certain integrated circuit devices in the “Metal Oxide

Semiconductor” (or “MOS”) family that use, particularly at an area known as the “field

oxide,” an isolation technique that is referred to in the semiconductor industry as a “locally

grown oxide” or “local oxidation of silicon” (“LOCOS”).

(d) U.S. Patent No. 5,039,836 relates to beam processing with automated wafer

handling.  Certain defendants, identified in subparagraph (c), above, infringe this patent by (i)

using certain automated ion-implantation and e-beam lithography methods to manufacture or

process integrated circuit devices, or (ii) importing, selling or offering to sell in the United

States integrated circuit devices made by or for them using the various methods that infringe

the method claims of this patent.  This Complaint does not assert that defendants infringe any

apparatus claim in this patent.
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11. In the six-year period preceding the filing of this action, each of the defendants has

infringed some or all of the Subject Lemelson Patents in violation of 35 U.S.C. § 271 with resultant

damage to the Lemelson Foundation Partnership.  Each of the defendants will continue to infringe

some or all of the unexpired Subject Lemelson Patents unless enjoined by this Court.

12. The Lemelson Foundation Partnership has given written notice to each of the

defendants of its infringement of the Subject Lemelson Patents, has requested each defendant either

to identify its defenses to the assertions of infringement or to enter into good-faith licensing

negotiations, and has attempted, without success, to resolve this matter short of litigation.  Thus, each

of the defendants, with actual knowledge of the Subject Lemelson Patents and without lawful

justification, has willfully and deliberately infringed those patents.

WHEREFORE, THE LEMELSON FOUNDATION PARTNERSHIP PRAYS FOR:

(a) judgment on the Complaint holding the Subject Lemelson Patents to have been

willfully and deliberately infringed by each of the defendants;

(b) an order enjoining each of the defendants and its respective officers, agents, servants,

employees and attorneys, and all persons in active concert or participation with them, from further

acts of infringement of the unexpired Subject Lemelson Patents;

(c) an award of damages against each of the defendants adequate to compensate the

Lemelson Foundation Partnership for past infringement of the Subject Lemelson Patents, together

with interest and costs as fixed by the Court, such damages to be trebled under 35 U.S.C. § 284

because of the willful and deliberate character of the infringement;

(d) judgment against each of the defendants that this case is “exceptional” in the sense of

35 U.S.C. § 285 and that the Lemelson Foundation Partnership is entitled to an award of its reasonable

attorneys’ fees in the prosecution of this action; and

(e) such other and further relief as this Court may deem just and proper.

A JURY TRIAL IS DEMANDED BY PLAINTIFF.
Respectfully submitted,

LOUIS J. HOFFMAN, P.C.



8 —

Dated: April 14, 2000 By:                                                         
Louis J. Hoffman

14614 North Kierland Boulevard
Suite 300
Scottsdale, Arizona 85254
Tel.:  (480) 948-3295
Fax:  (480) 948-3387

Attorneys for Plaintiff


